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DETAILED ACTION 

1 . Claims 1 -1 9 are pending in this application. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-9,11,12,13 and 15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite forfaiting to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The following terms lack antecedent basis: 

i. "sail" on line 1 3 of claim 1 . 

For the purpose of this office action the Examiner would change "sail" to "said". 

ii. "address book management system" on line 3 of claims 3,4,5,12 
and 1 3; line 2 of claims 6,7 and 1 1 . 

For the purpose of this office action the Examiner would change "address book 
management system" to "the integrated address book clearinghouse". 

iii. "the integrated address book clearinghouse system" on line 3 of 
claim 15. 

For the purpose of this office action the Examiner would change "the integrated 
address book clearinghouse system" to "the integrated address book clearinghouse". 



C/a/7n Rejections - 35 USC § 101 
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4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 - 9 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

Claims 1 - 9 are directed to application programming interface, which is software 
per se and therefore neither a process, machine, manufacture nor composition of 
matter. In contrast, a claimed computer-readable storage medium encoded with an 
application programming interface is a computer element with defined structural and 
function interrelationships between the application programming interface and the rest 
of the computer which permit the application programming interface's functionality to be 
realized, and is thus statutory. Accordingly, appropriate correction or amendment is 
required. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 1,3,4,8-13,18 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Pat. No. 5,835,089 to Skarbo et al. in view of U.S. Pat. No. 
6,370,566 B2 to Discolo et al. 

7. As to claim 1 , Skarbo teaches a programming interface layer for an integrated 
address book clearinghouse that receives programming interface function calls for the 
integrated address book clearinghouse, the programming interface layer including 
address book management functions usable by any of a plurality of applications to 
manage the integrated address book clearinghouse (figure 2), the programming 
interface layer comprising: a plurality of executable address book management 
functions (Address Book Dynamic Link Library 110, Database Dynamic Link Library 
112, Address Book Application Program Interface (API) 122, Address Book API 120 
Col. 4 Ln. 27 - 52); a parameter processing module for processing function-specific 
parameters, including identity information for an address book ("...ISDN addresses..." 
Col. 5 Ln. 1 -8, "...address book information..." Col. 5 Ln. 9 - 17, "...destination 
identifiers..." Col. 5 Ln. 26 - 35, "...wAppType parameter..." Col. 7 Ln. 20 - 24), for one 
of said plurality of address book management functions, wherein said function-specific 
parameters are encapsulated function call data envelope identified as associated with 
said one of said address book management functions (Col. 5 Ln. 1 - 63, Col. 6 Ln. 1 - 
27, "...function call..." Col. 8 Ln. 56-65, "...iaDialNotify function call..." Col. 9 Ln. 1 - 
25, "...iabSelectNotify function call..." Col. 9 Ln. 40 - 67, figure 6 Col. 10 Ln. 56 - 67). 
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Skarbo is silent with reference to a response generating module for generating a 
function-specific response from a said one of sail plurality of address book management 
functions, wherein said function-specific response is encapsulated in a response data 
envelope identified as associated with said one of said address book management 
functions and includes said identity information. 

Discolo teaches a response generating module for generating a function-specific 
response from a said one of sail plurality of address book management functions, 
wherein said function-specific response is encapsulated in a response data envelope 
identified as associated with said one of said address book management functions and 
includes said identity information (figure 8 MAPI Col. 19 Ln. 34 - 49, Col. 20 Ln. 9 - 14). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Discolo and Skarbo because the 
teaching of Discolo would improve the system of Skarbo by providing a messaging 
application program interfaces (MAPI) that allows programmable access to features of 
an electronic mail messaging program (Discolo Col. 12 Ln. 42-62). 

8. As to claim 3, Skarbo teaches the programming interface of Claim 1 , wherein 
said one of said address book management function operates on a contact within an 
address book, corresponding to said identity information, in said integrated address 
book clearinghouse ("...ISDN addresses..." Col. 5 Ln. 1 -8, "...address book 
information..." Col. 5 Ln. 9 - 17, "...destination identifiers..." Col. 5 Ln. 26 - 35, 
"...wAppType parameter..." Col. 7 Ln. 20-24). 
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9. As to claim 4, Skarbo teaches the programming interface of Claim 1 , wherein 
said one of said address book management function operates on a group of contacts 
within an address book, corresponding to said identity information, in said integrated 
address book clearinghouse ("...ISDN addresses..." Col. 5 Ln. 1 -8, "...address book 
information..." Col. 5 Ln. 9 - 17, "...destination identifiers..." Col. 5 Ln. 26 - 35, 
"...wAppType parameter..." Col. 7 Ln. 20 - 24). 

10. As to claims 8-10,18 and 19, see the rejection of claim 1 above. 

11. As to claim 1 1 , Skarbo teaches the method of Claim 1 0, wherein said address 
book management function operates on an address book, corresponding to said identity 
information, in said integrated address book clearinghouse ("...ISDN addresses..." Col. 
5 Ln. 1 - 8, "...address book information..." Col. 5 Ln. 9 - 17, "...destination 
identifiers..." Col. 5 Ln. 26 - 35, "...wAppType parameter..." Col. 7 Ln. 20 - 24). 

12. As to claim 12, see the rejection of claim 3 above. 

13. As to claim 13, Skarbo teaches the method of Claim 10., wherein said address 
book management function operates on a group of contacts within an address book, 
corresponding to said identity information, in said address book management system 
("...ISDN addresses..." Col. 5 Ln. 1 -8, "...address book information..." Col. 5 Ln. 9- 
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17, "...destination identifiers..." Col. 5 Ln. 26 - 35, "...wAppType parameter..." Col. 7 
Ln. 20 - 24). 

14. Claims 2,5-7 and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Pat. No. 5,835,089 to Skarbo et al. in view of U.S. Pat. No. 
6,370,566 B2 to Discolo et al. as applied to claim 1 above, and further in view of 
U.S. Pat. No. 7,092,945 B2 to Hall et al. 

15. As to claim 2, Skarbo and Discolo are silent with reference to the programming 
interface of Claim 1, further comprising an identity verification module for verifying said 
identify information and any authentication information for said identity information prior 
to executing any of said address book management functions. 

Hall teaches the programming interface of Claim 1 , further comprising an identity 
verification module for verifying said identify information and any authentication 
information for said identity information prior to executing any of said address book 
management functions (figure 2 Col. 5 Ln. 26 - 65). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Hall, Discolo and Skarbo because the 
teaching of Hall would improve the system of Discolo and Skarbo by a process for 
identifying a user of communication device which may be used to access a person 
database and providing the user with desired e-mail addresses, facsimile numbers, 
uniform resource locators (Hall Col. 2 Ln. 58 - 65). 
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1 6. As to claim 5, Hall teaches the programming interface of Claim 1 , wherein said 
one of said address book management function operates on a permission setting for an 
owner of an address books corresponding to said identity information, in said integrated 
address book clearinghouse (Col. 3 Ln. 6 - 24). 

1 7. As to claim 6, Hall teaches the programming interface of Claim 1 , wherein said 
identity information is verified by an authentication server in said integrated address 
book clearinghouse (Col. 3 Ln. 6 - 24, Col. 4 Ln. 33 - 47). 

1 8. As to claim 7, Hall teaches the programming interface of Claim 1 , wherein said 
identity information is verified by a partner server in communication with said integrated 
address book clearinghouse (Col. 3 Ln. 6 - 24, Col. 4 Ln. 33 - 47). 

19. As to claim 14, Hall teaches the method of Claim 10, further comprising obtaining 
authentication information for said identity information (Col. 3 Ln. 6 - 24, Col. 4 Ln. 33 - 
47). 

20. As to claim 1 5, Hall teaches the method of Claim 14, further comprising sending 
said identity information and said authentication information to a partner computing 
system accessible by the integrated address book clearinghouse (Col. 3 Ln. 6 - 24, Col. 
4 Ln. 33-47). 
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21 . As to claim 16, Hall teaches the method of Claim 14, further comprising 
encapsulating said identity information and authentication information in said function 
call data envelope (Col. 3 Ln. 6 - 24). 

22. As to claim 17, Hall teaches the method of Claim 15, wherein said authentication 
information is obtained from a remote authentication service (Col. 3 Ln. 6 - 24, Col. 4 
Ln. 33-47). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles E. Anya whose telephone number is (571) 272- 
3757. The examiner can normally be reached on M-F (8:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Thomson can be reached on (571) 272-3718. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Charles E Anya 
Examiner 
Art Unit 2194 

cea. 




